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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 
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DETAILED ACTION 
Status of Claims 

1. Applicant's amendment filed 6/21/2004 is acknowledged and entered. Claims 2-4, 10, 
15-17, 19, and 28-30 have been canceled. Claims 1, 5, 11, 13, 14, and 18 have been amended. 
Claims 37-41 have been added. 

2. Claim 19 was amended by the amendment filed on 12/24/2003. 

3. Claims 2, and 1 6 were canceled by the amendment filed on 6/6/2003. 

4. Claims 1, 3, 5-9, 11-14, 18, 20-27, 31-41 are pending. 

Election/Restrictions 

5. Claims 3-4, 10, 15, 17, 19, and 28-30 were withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b), as being drawn to nonelected inventions, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement in the 
reply filed on 12/4/03. However, it is noted that applicants has cancelled Claims 3-4, 10, 15, 17, 
19, and 28-30 by the amendment filed 6/21/2004. 

Priority 

6. This application claims priority to a provisional application, 60/255,143, filed 
12/14/2000. 
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7. Claims 1, 3, 5-9, 1 1-14, 18, 20-27, 31-41 are treated on the merit in this Office Action. 



Withdrawn Rejections 

8. The rejections of claims 1, 5-9, 1 1-14, 18, 20-27, and 31-36 under 35 USC 1 12, second 
paragraph, as being indefinite have been withdrawn in light of applicant's amendments of claims 
1,5,11,13,14, and 18. 

9. The rejection of claim 1 under 35 USC 1 12, second paragraph, as having insufficient 
antecedent for the limitation of "non-metal substrate" has been withdrawn in light of applicant's 
amendment of claim 1 . 

10. The rejection of claims 1, 5-9, 12-13, 18, 24-27, and 35 under 35 USC 102(b) as being 
anticipated by Brunet et al. (J. Org. Chem., 1983, 48(8): 1 166-1 171) has been withdrawn in light 
of applicant's argument that metal carbonyl of Brunet et al, i.e. cobalt carbonyl, does not acts as 
CO source in the reference reaction. 

11. The rejection of claims 1, 5, 7-9, 12-13, 18, 24-27, and 35-36 under 35 USC 103(a) as 
being obvious over Brunet et al. (/. Org. Chem., 1983, 48(8):1 166-1 171) and Lidstrom et al. 
(Tetrahedron, 11/5/01, 57(45):9225-9283) has been withdrawn in view of applicant's arguments, 
that metal carbonyl of Brunet et al., i.e. cobalt carbonyl, does not acts as CO source in the 
reference reaction. 
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Maintained Rejections 
Claim Rejections - 35 USC § 102 

12. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

13. Claims 1, 5, 9, 12-13, 18, 24-27, and 35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Corey et al. (JACS, 1969, 91(5): 1233-1234). 

Corey et al. disclose a carboxylation of organic halides via nickel carbonyl in protic acid 
(pg. 1233, left col., line 38 to right col., line 56). The method comprises the reagents of transA- 
bromo-2-phenylethylene (non-metal substrate/ non-metal substrate compound), Ni(CO) 4 (metal 
carbonyl and catalyst), C 4 H 8 NH (organic reactant), and the mixture is heated to 60° C (thermal 
energy source) (pg. 1233, right col., lines 35-54). The nickel carbonyl acts both as a catalyst and 
a source of carbonyl. The molar ratio of halide and nickel carbonyl is 1 :6. Therefore, the 
method of Corey et al. anticipates the presently claimed method. 

14. Claims 1, 5-9, 11, 13-14, 18, 20-27, and 31-35 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Zoeller et al. (Catalysis Today, 1997, 36(3):227-241). 

Zoeller et al. disclose the method of molybdenum-catalyzed carbonylation of ethylene to 
propionic acid and anhydride (Abstract; pg. 228, left col., lines 15-48). The method comprises . 
the reagents of ethyl iodide (non-metal substrate/ non-metal substrate compound), Mo(CO) 6 
(metal carbonyl and catalyst), and propionic acid (organic reactant) (pg. 228, right col., line 1 to 
pg. 230, left col., line 10), and the mixture is heated to a temperature of 150-200° C (thermal 
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energy source) (pg. 228, left col., lines 15-21). The molybdenum carbonyl acts both as a catalyst 
and a source of carbonyl (Abstract; pg. 239, scheme 1; pg. 240, right col., lines 22-48). 
Therefore, the method of Zoeller et al. anticipates the presently claimed method. 

Claim Rejections - 35 USC § 103 

15. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

16. Claims 1, 5-9, 1 1-14, 18, 20-27, and 31-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zoeller et al. (Catalysis Today, 1997, 36(3):227-241) and Lidstrom et al. 
(Tetrahedron, 11/5/01, 57(45):9225-9283). 

Zoeller et al. disclose the method of molybdenum-catalyzed carbonylation of ethylene to 
propionic acid and anhydride (Abstract; pg. 228, left col, lines 15-48). The method comprises 
the reagents of ethyl iodide (non-metal substrate/ non-metal substrate compound), Mo(CO) 6 
(metal carbonyl and catalyst), and propionic acid (organic reactant) (pg. 228, right col, line 1 to 
pg. 230, left col., line 10), and the mixture is heated to a temperature of 150-200° C (thermal 
energy source) (pg. 228, left col., lines 15-21). The molybdenum carbonyl acts both as a catalyst 
and a source of carbonyl (Abstract; pg. 239, scheme 1; pg. 240, right col., lines 22-48). 

The method of Zoeller et al. does not expressly disclose using microwave as an energy 

source. 

Lidstrom et al. disclose the use of microwave-assisted organic synthesis (pg. 9231, left 
col., line 56 to pg. 9232, right col., line 14). The microwave-assisted synthesis would provide an 
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advantage of a heating source that is convenient, instantaneous, and very specific (pg. 9232, left 
col, lines 46-47). Lidstrom et al. discloses several different organic syntheses that would be 
■ benefited by the use of microwave (pg. 9232, right col. Line 20 to pg. 9272). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the method by using microwave as an energy source as taught by 
Lidstrom et al. in the method of Zoeller et al. One of ordinary skill in the art would have been 
motivated to modify the method by using microwave as an energy source in the method of 
Zoeller et al. for the advantage of providing a heating source that is convenient, instantaneous, 
and very specific (Lidstrom: pg. 9232, left col, lines 46-47). Furthermore, one of ordinary skill 
in the art would have reasonably expectation of success in the method combination of Zoeller et 
al. and Lidstrom et al. because one critical parameter of catalysis is temperature and having a 
heat source that produces a uniform and consistent heating of the reaction mixture would provide 
a control of this critical parameter. 

New Rejections - Necessitated by Amendment 
Claim Rejections - 35 USC § 112 

17. Claims 37-40 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 37 recites a method for preparing chemical libraries wherein the step comprises 
performing the one-pot organic reaction of claim 1. However, the method of claim 1, i.e. a one- 
pot organic reaction, would produce one compound, i.e. the carbon atoms of the released carbon 
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monoxides form a bond with the non-metal substrate compound. It is unclear how chemical 
libraries, i.e. a collection of individual chemical compounds, are produced from the method of 
claim 1. Thus claim 37 is vague and indefinite. 

Claim Rejections - 35 USC § 102 

18. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

19. Claims 37-39 are rejected under 35 U.S.C. 102(b) as being anticipated by Corey et al. 

(JACS, 1969, 91(5):1233-1234). 

The instant Claim 37 recites a method for preparing chemical libraries. The method 
comprises the step of performing the one-pot organic reaction of claim 1. The method of claim 1 
comprises the steps of preparing a reaction mixture, and exposing the reaction mixture to an 
energy source to release carbon monoxide from the CO releasing compound. The reaction 
includes 1) carbon monoxide as a reactant without the use of an external CO gas source; 2) the 
metal carbonyl is not complexed with or bonded to the non-metal substrate compound prior to 
preparing the reaction mixture; and 3) the carbon atoms of the released carbon monoxide form a 
bond with the non-metal substrate compound. The reaction mixture comprises a carbonyl of the 
general formula I, M x (CO) y wherein Mis a metal, x is an integer, andy is an integer; a non- 
metal substrate compound; and a metal catalyst. Additionally, the specification define formula I, 
M x (CO) y wherein M comprises metal of transitions elements, or metal from Group I, II, III, IV, 
V, VI, VII or VIII (see specification pg. 18, lines 27-31); the metal catalyst comprises a metal 
with a ligand and the metal includes Pd, Pt, Rh, Ni, Cu, Cd, Zn, Ti, Sr, Co, Ir, Ru, Ta, W, Fe, Re, 
or Os (see specification pg. 24, lines 7-12). It is interpreted that the metal of the carbonyl of the 
general formula I, M x (CO) y is also the metal catalyst. 
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Corey et al. disclose a carboxylation of organic halides via nickel carbonyl in protic acid 
(pg. 1233, left col., line 38 to right col., line 56). The method comprises the steps of preparing a 
reaction mixture, and the mixture is heated to 60° C (refers to the claimed method step of 
exposing the mixture to an energy source, and refers to the claimed thermal energy source of 
claims 38-39) (see e.g. pg. 1233, left col., lines 42-48; pg. 1233, right col., lines 35-54; pg. 1234, 
left col. lines 1-12; Table I). The carbonyl is release from the metal carbonyl in order to replace 
the halogen with carbon functional groups (refers to the claimed limitation that carbon monoxide 
as a reactant without the use of an external CO gas source and the carbon atoms of the released 
carbon monoxide form a bond with the non-metal substrate compound) (see e.g. pg. 1233, left 
col., lines 32-35; pg. 1233, right col., lines 32-54). The reference reaction schemes show that the 
nickel carbonyl is not complexed with or bonded to the non-metal substrate compound (refers to 
the claimed limitation that the metal carbonyl is not complexed with or bonded to the non-metal 
substrate compound) (see e.g. pg. 1233, left col, lines 32-35; pg. 1233, right col., lines 32-54). 
The reaction mixture comprises the reagents of organic halides (refers to the claimed non-metal 
substrate compound), and Ni(CO) 4 (refers to metal carbonyl and catalyst) (see e.g. pg. 1233, left 
col, lines 42-48; pg. 1233, right col., lines 35-54; Table I). The reference nickel carbonyl is 
interpreted as both the claimed carbonyl of the general formula I, M x (CO) y , wherein M is nickel, 
i.e. Group VIII metal, x is 1, and y is 4, and claimed metal catalyst since the nickel metal of the 
reference would encompass the specification definition of the claimed metal carbonyl of the 
general formula I, M x (CO) y , and the claimed metal catalyst. The reference Table I discloses the 
methoxycarbonylation of different organic halides (refers to the claimed chemical libraries). 
Thus, the method of Corey et al. anticipates the presently claimed method. 
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20. Claims 37-39 are rejected under 35 U.S.C 102(b) as being anticipated by Zoeller et al. 

(Catalysis Today, 1997, 36(3):227-241). 

The instant Claim 37 recites a method for preparing chemical libraries. The method 
comprises the step of performing the one-pot organic reaction of claim 1. The method of claim 1 
comprises the steps of preparing a reaction mixture, and exposing the reaction mixture to an 
energy source to release carbon monoxide from the CO releasing compound. The reaction 
includes 1) carbon monoxide as a reactant without the use of an external CO gas source; 2) the 
metal carbonyl is not complexed with or bonded to the non-metal substrate compound prior to 
preparing the reaction mixture; and 3) the carbon atoms of the released carbon monoxide form a 
bond with the non-metal substrate compound. The reaction mixture comprises a carbonyl of the 
general formula I, M x (CO) y wherein Mis a metal x is an integer, and y is an integer; a non- 
metal substrate compound; and a metal catalyst. Additionally, the specification define formula I t 
M x (CO) y wherein M comprises metal of transitions elements, or metal from Group I, II, III, IV, 
- V, VI, VII or VIII (see specification pg. 18, lines 27-31); the metal catalyst comprises a metal 
with a ligand and the metal includes Pd, Pt, Rh, Ni, Cu, Cd, Zn, Ti, Sr, Co, Ir, Ru, Ta, W, Fe, Re, 
or Os (see specification pg. 24, lines 7-12). It is interpreted that the metal of the carbonyl of the 
general formula I, M x (CO) y is also the metal catalyst. 

Zoeller et al. disclose the method of molybdenum-catalyzed carbonylation of ethylene to 

propionic acid and anhydride (see e.g. Abstract; pg. 228, left col., lines 15-48). The method 

comprises the steps of preparing a reaction mixture, and the mixture is heated to a temperature of 

150-200° C (refers to the claimed method step of exposing the mixture to an energy source, and 

refers to the claimed thermal energy source of claims 38-39) (see e.g. pg. 228, right col., line 1 to 

pg. 230, left col., line 10; pg. 228, left col, lines 15-21). The carbonyl is release from the metal 

carbonyl in order to replace the halogen with carbon functional groups (refers to the claimed 

limitation that carbon monoxide as a reactant without the use of an external CO gas source and 
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the carbon atoms of the released carbon monoxide form a bond with the non-metal substrate 
compound) (see e.g. Abstract; pg. 236, right col., lines 12-23). The reference reaction schemes 
show that the nickel carbonyl is not complexed with or bonded to the non-metal substrate 
compound (refers to the claimed limitation that the metal carbonyl is not complexed with or 
bonded to the non-metal substrate compound) (see e.g. pg. 228, right col., line 1 to pg. 230, left 
col., line 10; pg. 228, left col., lines 15-21). The reaction mixture comprises the reagents of ethyl 
iodide (refers to the claimed non-metal substrate compound), and Mo(CO) 6 (refers to metal 
carbonyl and catalyst) (pg. 228, right col, line 1 to pg. 230, left col, line 10). The reference 
molybdenum carbonyl is interpreted as both the claimed carbonyl of the general formula I, 
M x (CO) y , wherein M is molybdenum, i.e. Group VI metal, x is 1, and y is 6, and claimed metal 
catalyst since the nickel metal of the reference would encompass the specification definition of 
the claimed metal carbonyl of the general formula I, M x (CO) y , and the claimed metal catalyst. 
(Abstract; pg. 239, scheme 1; pg. 240, right col, lines 22-48). Thus, the method of Zoeller et al. 
anticipates the presently claimed method. 

21 . Claim 41 is rejected under 35 U.S.C. 102(b) as being anticipated by Corey et al. (JACS, 
1969,91(5):1233-1234). 

The instant Claim 41 recites a kit. The kit comprises a non-catalyzing solid CO releasing 
compound which is a carbonyl of the general formula I, M x (CO) y wherein M is a metal, x is an 
integer, andy is an integer. The kit is interpreted as a "reagent", i.e. a composition. 
Additionally, the specification define formula I, M x (CO) y wherein M comprises metal of 
transitions elements, or metal from Group I, II, III, IV, V, VI, VII or VIII (see specification pg. 
18, lines 27-31). 
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Corey et al. disclose a carboxylation of organic halides via nickel carbonyl in protic acid 
(see e.g. pg. 1233, left col., line 38 to right col., line 56). The method comprises the reagents of 
/ra«5-l-bromo-2-phenylethylene, Ni(CO) 4 , C 4 H 8 NH, and the mixture is heated to 60° C (see e.g. 
pg. 1233, right col., lines 35-54). The reference teaches the presently claimed carbonyl reagent 
of the general formula I, M x (CO) y , wherein M is nickel, i.e. Group VIII metal, x is 1, and y is 4. 
The carbonyl is release from the metal carbonyl in order to replace the halogen with carbon 
functional groups (see e.g. pg. 1233, left col, lines 32-35; pg. 1233, right col., lines 32-54). 
Thus the reagent of Corey et al. anticipates the presently claimed reagent, i.e. kit. 

22. Claim 41 is rejected under 35 U.S.C. 102(b) as being anticipated by Brunet et al. (/. Org. 
Chem., 1983, 48(8): 11 66-1 171). 

The instant Claim 41 recites a kit. The kit comprises a non-catalyzing solid CO releasing 
compound which is a carbonyl of the general formula I, M x (CO) y wherein M is a metal, x is an 
integer, andy is an integer. The kit is interpreted as a "reagent", i.e. a composition. 
Additionally, the specification define formula I, M x (CO) y wherein M comprises metal of 
transitions elements, or metal from Group I, II, III, IV, V, VI, VII or VIII (see specification pg. 
18, lines 27-31). 

Zoeller et al. disclose the method of molybdenum-catalyzed carbonylation of ethylene to 
propionic acid and anhydride (Abstract; pg. 228, left col, lines 15-48). The method comprises 
the reagents of ethyl iodide, Mo(CO) 6 , and propionic acid (pg. 228, right col., line 1 to pg. 230, 
left col., line 10), and the mixture is heated to a temperature of 150-200° C (thermal energy 
source) (pg. 228, left col., lines 15-21). The reference teaches the presently claimed reagent of 
the general formula I, M x (CO) y , wherein M is molybdenum, i.e. Group VI metal, x is 1, and y is 
6. Thus the reagent of Zoeller et al. anticipates the presently claimed reagent, i.e. kit. 



Application/Control Number: 10/014,562 



Art Unit: 1639 



Page 12 



Claim Rejections - 35 USC § 103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

24. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

25. Claims 37-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zoeller et 
al. {Catalysis Today, 1997, 36(3):227-241) and Lidstrom et al. {Tetrahedron, 11/5/01, 
57(45):9225-9283). 

The instant Claim 37 recites a method for preparing chemical libraries. The method 
comprises the step of performing the one-pot organic reaction of claim L The method of claim 1 
comprises the steps of preparing a reaction mixture, and exposing the reaction mixture to an 
energy source to release carbon monoxide from the CO releasing compound. The reaction 
includes 1) carbon monoxide as a reactant without the use of an external CO gas source; 2) the 
metal carbonyl is not complexed with or bonded to the non-metal substrate compound prior to 
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preparing the reaction mixture; and 3) the carbon atoms of the released carbon monoxide form a 
bond with the non-metal substrate compound. The reaction mixture comprises a carbonyl of the 
general formula I, M x (CO) y wherein M is a metal, x is an integer, and y is an integer; a non- 
metal substrate compound; and a metal catalyst Additionally, the specification define formula I, 
M x (CO) y wherein M comprises metal of transitions elements, or metal from Group I, II, III, IV, 
V, VI, VII or VIII (see specification pg. 18, lines 27-31); the metal catalyst comprises a metal 
with a ligand and the metal includes Pd, Pt, Rh, Ni, Cu, Cd, Zn, Ti, Sr, Co, Ir, Ru, Ta, W, Fe, Re, 
or Os (see specification pg. 24, lines 7-12). It is interpreted that the metal of the carbonyl of the 
general formula I, M x (CO) y is also the metal catalyst. 

Zoeller et al. disclose the method of molybdenum-catalyzed carbonylation of ethylene to 

propionic acid and anhydride (see e.g. Abstract; pg. 228, left col., lines 15-48). The method 

comprises the steps of preparing a reaction mixture, and the mixture is heated to a temperature of 

150-200° C (refers to the claimed method step of exposing the mixture to an energy source, and 

refers to the claimed thermal energy source of claims 38-39) (see e.g. pg. 228, right col., line 1 to 

pg. 230, left col, line 10; pg. 228, left col., lines 15-21). The carbonyl is release from the metal 

carbonyl in order to replace the halogen with carbon functional groups (refers to the claimed 

limitation that carbon monoxide as a reactant without the use of an external CO gas source and 

the carbon atoms of the released carbon monoxide form a bond with the non-metal substrate 

compound) (see e.g. Abstract; pg. 236, right col., lines 12-23). The reference reaction schemes 

show that the nickel carbonyl is not complexed with or bonded to the non-metal substrate 

compound (refers to the claimed limitation that the metal carbonyl is not complexed with or 

bonded to the non-metal substrate compound) (see e.g. pg. 228, right col, line 1 to pg. 230, left 

col., line 10; pg. 228, left col., lines 15-21). The reaction mixture comprises the reagents of ethyl 

iodide (refers to the claimed non-metal substrate compound), and Mo(CO) 6 (refers to metal 

carbonyl and catalyst) (pg. 228, right col., line 1 to pg. 230, left col., line 10). The reference 
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molybdenum carbonyl is interpreted as bothvthe claimed carbonyl of the general formula I, 
M x (CO) y , wherein M is molybdenum, i.e. Group VI metal, x is 1, and y is 6, and claimed metal 
catalyst since the nickel metal of the reference would encompass the specification definition of 
the claimed metal carbonyl of the general formula I, M x (CO) y , and the claimed metal catalyst. 
(Abstract; pg. 239, scheme 1; pg. 240, right col., lines 22-48). 

The method of Zoeller et al. does not expressly disclose using microwave as an energy 

source. 

Lidstrom et al. disclose the use of microwave-assisted organic synthesis (pg. 9231, left 
col., line 56 to pg. 9232, right col., line 14). The microwave-assisted synthesis would provide an 
advantage of a heating source that is convenient, instantaneous, and very specific (pg. 9232, left 
col., lines 46-47). Lidstrom et al. discloses several different organic syntheses that would be 
benefited by the use of microwave (pg. 9232, right col. Line 20 to pg. 9272). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the method by using microwave as an energy source as taught by 
Lidstrom et al. in the method of Zoeller et al. One of ordinary skill in the art would have been 
motivated to modify the method by using microwave as an energy source in the method of 
Zoeller et al. for the advantage of providing a heating source that is convenient, instantaneous, 
and very specific (Lidstrom: pg. 9232, left col., lines 46-47). Furthermore, one of ordinary skill 
in the art would have reasonably expectation of success in the method combination of Zoeller et 
al. and Lidstrom et al. because one critical parameter of catalysis is temperature and having a 
heat source that produces a uniform and consistent heating of the reaction mixture would provide 
a control of this critical parameter. 
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Response to A rguments 

26. Applicant's arguments directed to the rejection under 35 USC 102(b) as being anticipated 
by Corey et al. (JACS, 1969, 91(5): 1233-1234) for claims 1, 5, 9, 12-13, 18, 24-27, and 35 were 
considered but they are not persuasive for the following reasons. 

Applicant contends that the claimed metal carbonyl of the general formula I, M x (CO) y , is 
not also a catalyst and the nickel carbonyl of Corey et al. is both a CO source and a catalyst. 
Thus the method of Corey does not anticipate the presently claimed method. 

Applicant's arguments are not convincing since the method of Corey et al. does anticipate 
the presently claimed method. Based on the specification disclosure define that formula I, 
M x (CO) y wherein M comprises metal of transitions elements, or metal from Group I, II, III, IV, 
V, VI, VII or VIII (see specification pg. 18, lines 27-31); and the metal catalyst as a metal with a 
ligand and the metal includes Pd, Pt, Rh, Ni, Cu, Cd, Zn, Ti, Sr, Co, Ir, Ru, Ta, W, Fe, Re, or Os 
(see specification pg. 24, lines 7-12), the presently claimed metal carbonyl of the general formula 
I, M x (CO) y could act as both a CO source and a catalyst. Additionally, claim 12 recites that the 
metal catalyst includes nickel. The presently claimed metal carbonyl of the general formula I, 
M x (CO) y , would not exclude the nickel carbonyl of Corey et al. that acts as both a CO source and 
a catalyst. Thus the method of Corey et al. does anticipate the presently claimed method and the 
rejection is maintained. 

27. Applicant's arguments directed to the rejection under 35 USC 102(b) as being anticipated 
by Zoeller et al. (Catalysis Today, 1997, 36(3):227-241) for claims 1, 5-9, 11, 13-14, 18, 20-27, 
and 31-35 were considered but they are not persuasive for the following reasons. 
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Applicant alleges that the molybdenum carbonyl of Zoeller et al. is not a CO source and 
the molybdenum carbonyl is also a catalyst whereas the claimed metal carbonyl of the general 
formula I, M x (CO) y , is a CO source and not also a catalyst. Thus the method of Zoeller et al. 
does not anticipate the presently claimed method. 

Applicant's arguments are not convincing since the method of Zoeller et al. does 
anticipate the presently claimed method. First, the molybdenum carbonyl of Zoeller et al. is CO 
source since the rate-limiting step of the reference method is the dissociation of the CO (see e.g. 
Abstract; pg. 236, right col., lines 12-23). Thus the molybdenum carbonyl of Zoeller et al. is CO 
source. Second, based on the specification disclosure define that formula I, M x (CO) y wherein M 
comprises metal of transitions elements, or metal from Group I, II, III, IV, V, VI, VII or VIII 
(see specification pg. 18, lines 27-31); and the metal catalyst as a metal with a ligand and the 
metal includes Pd, Pt, Rh, Ni, Cu, Cd, Zn, Ti, Sr, Co, Ir, Ru, Ta, W, Fe, Re, or Os (see 
specification pg. 24, lines 7-12), the presently claimed metal carbonyl of the general formula I, 
M x (CO) y could act as both a CO source and a catalyst. The presently claimed metal carbonyl of 
the general formula I, M x (CO) y , would not exclude the molybdenum carbonyl of Zoeller et al. 
that acts as both a CO source and a catalyst. Thus the method of Zoeller et al. does anticipate the 
presently claimed method and the rejection is maintained. 

28, Applicant's arguments directed to the rejection under 35 USC 103(a) as being 
unpatentable over Zoeller et al. (Catalysis Today, 1997, 36(3):227-241) and Lidstrom et al. 
(Tetrahedron, 11/5/01, 57(45):9225-9283) for claims 1, 5-9, 1 1-14, 18, 20-27, and 31-36 were 
considered but they are not persuasive for the following reasons. 
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Applicant contends that the method combination of Zoeller et al. and Lidstrom et al. is 
not obvious over the presently claimed method because the molybdenum carbonyl of Zoeller et 
al is not a CO source and the molybdenum carbonyl is also a catalyst whereas the claimed metal 
carbonyl of the general formula I, M x (CO) y , is a CO source and not also a catalyst. Thus the 
method combination of Zoeller et al. and Lidstrom et al. is not obvious over the presently 
claimed method. 

Applicant's arguments are not convincing since the method combination of Zoeller et al. 
and Lidstrom et al. is obvious over the presently claimed method. First, the molybdenum 
carbonyl of Zoeller et al. is CO source since the rate-limiting step of the reference method is the 
dissociation of the CO (see e.g. Abstract; pg. 236, right col., lines 12-23). Thus the molybdenum 
carbonyl of Zoeller et al. is CO source. Second, based on the specification disclosure define that 
formula I, M x (CO) y wherein M comprises metal of transitions elements, or metal from Group I, 
II, III, IV, V, VI, VII or VIII (see specification pg. 18, lines 27-31); and the metal catalyst as a 
metal with a ligand and the metal includes Pd, Pt, Rh, Ni, Cu, Cd, Zn, Ti, Sr, Co, Ir, Ru, Ta, W, 
Fe, Re, or Os (see specification pg. 24, lines 7-12), the presently claimed metal carbonyl of the 
general formula I, M x (CO) y could act as both a CO source and a catalyst. The presently claimed 
metal carbonyl of the general formula I, M x (CO) y , would not exclude the molybdenum carbonyl 
of Zoeller et al. that acts as both a CO source and a catalyst. Thus the method combination of 
Zoeller et al. and Lidstrom et al. is obvious over the presently claimed method. 
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Conclusion 

29. Applicants amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MY-CHAU T TRAN whose telephone number is 571-272-0810. 
The examiner can normally be reached on Mon.: 8:00-2:30; Tues.-Thurs.: 7:30-5:00; Fri.: 8:00- 
3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ANDREW WANG can be reached on 571-272-081 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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